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DETAILED ACTION 

Claims 1-3, 6-8, 15, and 21-42 are currently presented and 
have been examined. 

It is noted that a new Examiner has been assigned to this 
case. Any future correspondence regarding the instant 
application should be directed to the Examiner listed below. 

Response to Arguments 

Applicant's arguments filed 30 March 2006 have been fully 
considered but they are not persuasive. 

The Applicant argues that the cited prior art does not 
teach or suggest determining whether a message has been 
previously compressed and then compacting the message if the 
message has not been previously compressed. The Examiner does 
not agree and concurs with the findings of the previous 
Examiner. As shown by the previous Examiner, data that was not 
previously compressed is compressed. Therefore, data that is 
determined to be not previously compressed is selected to be 
compressed and is no longer considered to be not previously 
compressed within the teachings of the cited prior art. 

The Applicant also argues that the combined teachings of 
Arnold and Lafe do not teach or suggest performing an off -hours 
routine for checking an electronic message against a 
predetermined criterion. The Examiner is not persuaded by these 
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arguments. The claims do not specifically specify what an "off- 
hours routine" is or when such a routine occurs including any 
triggers, thresholds, or ranges associated with the "off-hours 
routine". In view of the broadest reasonable interpretation of 
the claim, this limitation would be performed at any hour and/or 
on the occurrence of any event . As shown by the previous 
Examiner, the checking occurs when the message is received. 
Therefore, the cited prior art does disclose this limitation. 

Therefore, the cited prior art does disclose the currently 
presented claims as amended and the claims are not in condition 
for allowance. The amendments made to the claims are subject to 
the same citations within the references and those cited above. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 
Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
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establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

Claims 1-3, 6-8, 15, 21-23, 26-28, and 30-42 are rejected 

under 35 U.S.C. 103(a) as being unpatentable over Arnold (U.S. 

Patent Number 6,275,848) in view of Lafe et al . 

(U.S. Patent Number 6,449,658), hereinafter referred to as Lafe. 

Regarding claim 1, Arnold disclosed a method for 
automatically managing a electronic mail server application on a 
host computer (Figure 1 signs 104 & 108, Figure 4, column 1 
lines 39-57, column 4 lines 6-23), comprising the steps of: 
checking an electronic mail message against a predetermined 
criteria (Figure 4, column 1 lines 39-57, column 4 lines 6-23); 
determining whether the message has been previously compressed; 
and compacting the electronic mail message if the predetermined 
criteria is satisfied and if the message has not been previously 
compressed (Abstract, Figures 2&4, column 1 lines 39-57, column 
3 lines 45-62, column 4 lines 6-23). 
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Arnold taught the invention substantially as claimed. 
However, Arnold did not expressly teach compacting a non- 
attachment portion of the electronic mail message. 

Arnold suggested exploration of art and/or provided a 
reason to modify the managing electronic mail method with 
additional feature such as compacting the content of the 
electronic message (column 1 lines 26-37, column 1 line 63- 
column 2 line 13) . 

Lafe disclosed a method for managing electronic messages 
wherein the attachment and non- attachment portion of the 
electronic message is compacted (Abstract, Figures 5, 6A1, 7A- 
7B, column 5 lines 28-42, lines 53-54, column 6 lines 39-67, 
column 7 lines 11-13, column 8 lines 23-32) . 

It would have been obvious to one of ordinary skill in the 
art at the time of the invention was made to modify the method 
of Arnold with the teachings of Lafe to include the message 
content compaction feature in order to efficiently move 
information across a network (Lafe, Abstract) since seamless 
transport engine to move data quickly through the Internet is 
essential (column 1 lines 37-42) . 

Regarding claim 2, Arnold disclosed a method wherein the 
step of checking is performed when the electronic mail message 
is received by the electronic mail server application [message 
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switch] (Figures 1-2, column 1 lines 39-57, column 2 lines 27- 
37, column 3 lines 45-50) . 

Regarding claim 3, Arnold disclosed a method wherein the 
step of checking is performed periodically when the electronic 
mail message is received on the host computer (column 1 lines 
39-57, column 2 lines 42-50, column 4 lines 9-19) • 

Regarding claim 6, Arnold disclosed a method wherein the 
predetermined criteria comprises a total message size (column 4 
lines 12-19) . 

Regarding claim 7, Arnold disclosed a method wherein the 
predetermined criteria comprises an attachment size 
[configurable factors] (column 1 lines 45-57, column 4 lines 12- 
17, lines 64-67) . 

Regarding claim 8, Arnold disclosed a method wherein the 
predetermined criteria comprise an attachment type [configurable 
factors] (column 5 lines 16-18, column 4 lines 12-17). 

Regarding claim 15, Arnold disclosed a method further 
comprising the step of compressing the attachment (column 1 
lines 38-41) . 

Regarding claim 21, Arnold and Lafe combined disclose a 
method for managing a user's electronic mailbox on a computer, 
comprising the steps of: performing an off -hours routine for 
checking an electronic mail message against a predetermined 
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criteria (Arnold, Figure 4, column 1 lines 39-57, column 4 lines 
6-23) ; and compressing a non-attachment portion of the 
electronic mail message if the predetermined criteria is 
satisfied, wherein the step of compressing the electronic mail 
message is performed by searching for repeated patterns in the 
electronic mail message and encoding those patterns (Arnold, 
Abstract, Figures 2&4, column 1 lines 39-57, column 3 lines 45- 
62, column 4 lines 6-23; Lafe, Abstract, Figures 5, 6A1, 7A-7B, 
column 5 lines 28-42, lines 53-54, column 6 lines 39-67, column 
7 lines 11-13, column 8 lines 23-32) . 

Regarding claim 22, Lafe disclosed a method wherein the 
step of checking is performed when the electronic mail message 
is received by the electronic mailbox (column lines 3 9-59, 
column 6 lines 60-67) . 

Regarding claim 23, Arnold disclosed a method wherein the 
step of checking is performed upon request by the user (column 2 
line 56-column 3 line 2, column 4 lines 58-67). 

Regarding claim 26, Arnold disclosed a method wherein the 
predetermined criteria comprises a total message size (column 4 
lines 6-23) . 

Regarding claim 27, Arnold disclosed a method wherein the 
predetermined criteria comprises an attachment size (column 4 
lines 6-24) . 
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Regarding claim 28, Arnold disclosed a method wherein the 
predetermined criteria comprises an attachment type (column 4 
lines 6-24) . 

Regarding claim 30, Arnold disclosed a method wherein the 
location of the screening of the message is on a server (Figure 
1, column 3 lines 45-56, column 4 lines 6-24) . 

Regarding claim 31, Lafe disclosed a method wherein the 
location of the screening of the message is on a client (column 
6 lines 60-67) . 

Regarding claim 32, Arnold disclosed a method wherein the 
location of the screening of the message is configured by a user 
(column 2 line 56-column 3 line 2, column 4 lines 58-67) . 

Regarding claim 33, Arnold disclosed a method wherein the 
screening is performed periodically on the computer (column 6 
lines 13-33) . 

Regarding claim 34, Lafe disclosed a method wherein the 
electronic mail message is compressed into a compressed file 
using various compression 1 algorithms [zipped file] . Note: Zip 
compression algorithms are well known in the art at the time of 
the invention was made (column 5 lines 28-43) . Refer to PTO-892 
for prior art of record. 

Regarding claims 35-42, the computer readable medium with 
logic embedded therein for executing on a computer for managing 
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a user's electronic mailbox corresponds directly to the method 
of claims 21-23, 26-8, and 30-34, and thus these claims are 
rejected using the same rationale. 

Since all the limitations of the claimed invention were 
disclosed by the combination of Arnold and Lafe, claims 1-3, 6- 
8, 15, 21-23, 26-28, and 30-42 are rejected. 

Claims 1-3, 6-8, 15, 21-23, 26-28, and 30-42 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Beyda et al. 
(U.S. Patent No. 6,275,850), hereinafter referred to as Beyda, 
in view of Hanson et al . (U.S. Patent Number 6,549,957), 
hereinafter referred to as Hanson. 

Regarding claim 1, Beyda disclosed a method for 
automatically managing an electronic mail server application on 
a host computer, said method comprising the steps of checking an 
electronic mail message against a predetermined criteria (Figure 
3, column 2 lines 42-63). 

Beyda taught the invention substantially as claimed. 
However, Beyda did not expressly teach determining whether the 
message has been previously compressed and compacting the 
compacting a non- attachment portion of the electronic mail 
message if the predetermined criteria is satisfied and if the 
message has not been previously compressed. 
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Beyda suggested exploration of art and/or provided a reason 
to modify the method with the compacting the electronic message 
to minimize downloading time (Figure 3, column 1 lines 49-55). 

Hanson disclosed a method for managing electronic messages 
wherein the non- attachment portions of the electronic mail 
message are compacted if predetermined criteria is satisfied and 
if the message has not been previously compressed (Figures 4A- 
4B, 6, 7A-7B, 8, column 5 lines 31-51, column 10 lines 54-column 
11 lines 17) . 

It would have been obvious to one of ordinary skill in the 
art at the time of the invention was made to modify the method 
of Beyda with the teachings of Hanson to include the non- 
attachment compaction feature in order to reduce the size of the 
message (Hanson, column 5 lines 32-41, column 10 line 55-column 
11 line 3) since accessing email messages may lead to an 
unproductive waiting period (Beyda, column 1 lines 47-49) . 

Regarding claim 2, Beyda disclosed a method wherein the 
step of checking is performed when the electronic mail message 
is received by the electronic mail server application (Beyda, 
Figure 3, column 2 lines 42-50, column 4 lines 9-23) . 

Regarding claim 3, Beyda disclosed a method wherein the 
step of checking is performed periodically when the electronic 



Application/Control Number: 09/750,138 Page 11 

Art Unit: 2143 

mail message is received on the host computer (Beyda, Figure 3, 
column 2 lines 42-50, column 4 lines 9-23) . 

Regarding claim 6, Beyda disclosed a method wherein the 
predetermined criteria comprise a total message size (Figure 3 
sign 58, column 2 lines 51-63, column 4 lines 36-61) . 

• Regarding claim 7, Beyda disclosed a method wherein the 
predetermined criteria comprise an attachment size (Figure 3 
sign 58, column 2 lines 51-63, column 4 lines 3661) . 

Regarding claim 8, Beyda disclosed a method wherein the 
predetermined criteria comprise an attachment type (Figure 3, 
sign 62, column 2 lines 51-63, column 3 lines 413) . 

Regarding claim 15, Hanson disclosed a method further 
comprising the step of compressing the attachment (column 11 
lines 4-17) . 

Regarding claim 21, Beyda and Hanson combined disclose a 
method for managing a user's electronic mailbox on a computer, 
comprising the steps of: performing an off -hours routine for 
checking an electronic mail message against a predetermined 
criteria (Beyda, Figure 3, column 2 lines 42-63); and 
compressing a non-attachment portion of the electronic mail 
message if the predetermined criteria is satisfied, wherein the 
step of compressing the electronic mail message is performed by 
searching for repeated patterns in the electronic mail message 
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and encoding those patterns (Hanson, Figures 4A-4B, 6, 7A-7B, 8, 
column 5 lines 31-51, column 10 lines 54-column 11 lines 17) . 

Regarding claim 22, Beyda disclosed a method wherein the 
step of checking is performed when the electronic mail message 
is received by the electronic mailbox (Beyda, Figure 3, column 5 
line 59-column 6 line 5) . 

Regarding claim 23, Beyda disclosed a method wherein the 
step of checking is performed upon request by the user (column 4 
lines 45-61, column 6 lines 35-49) . 

Regarding claim 26, Hanson disclosed a method wherein the 
predetermined criteria comprises a total message size (column 10 
line 54-column 11 line 17) . 

Regarding claim 27, Beyda disclosed a method wherein the 
predetermined criteria comprises an attachment size (Abstract, 
Figure 3, column 3 lines 4-13). 

Regarding claim 28, Beyda disclosed a method wherein the 
predetermined criteria comprises an attachment type (Abstract, 
Figure 3, column 3 lines 4-13) • 

Regarding claim 30, Beyda disclosed a method wherein the 
location of the screening of the message is on a server (Figure 
3, column 5 line 59-column 6 line 5). 
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Regarding claim 31, Hanson disclosed a method wherein the 
location of the screening of the message is on a client (column 
10 line 54-column 11 line 17) . 

Regarding claim 32, Beyda disclosed a method wherein the 
location of the screening of the message is configured by a user 
(column 6 lines 35-49, column 7 lines 23-29, lines 40-45) . 

Regarding claim 33, Beyda and Hanson disclosed a method 
wherein the screening -is performed periodically on the computer 
(Beyda, Figure 3, column 3 lines 31-35; Hanson, column 5 lines 
31-51, column 10 line 54-column 11 line 3) . 

Regarding claim 34, Hanson disclosed a method wherein the 
electronic mail message is compressed into a zipped file 
(Hanson, Figures 4A-4B) . 

Regarding claims 35-42, the computer readable medium with 
logic embedded therein for executing on a computer for managing 
a user's electronic mailbox corresponds directly to the method 
of claims 21-23, 26-8, and 30-34, and thus these claims are 
rejected using the same rationale. 

Since all the limitations of the claimed invention were 
disclosed by the combination of Beyda and Hanson, claims 1-3, 6- 
8, 15, 21-23, 26-28, and 30-42 are rejected. 
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Conclusion 

It is noted that the column, line, and/or page number 
citations used in the prior art references as applied by the 
Examiner to the claimed invention are for the convenience of the 
Applicant to represent the relevant teachings of the prior art. 
The prior art references may contain further teachings and/or 
suggestions that may further distinguish the citations applied 
to the claims, therefore, the Applicant should consider the 
entirety of these prior art references during the process of 
responding to this Office Action. It is further noted that any 
alternative and nonpreferred embodiments as taught and/or 
suggested within the prior art references also constitute prior 
art and the prior art references may be relied upon for all the 
teachings would have reasonably suggested to one of ordinary 
skill in the art. See MPEP 2123. 

The prior art listed in the PTO-892 form included with this 
Office Action disclose methods, systems, and apparatus similar 
to those claimed and recited in the specification. The Examiner 
has cited these references to evidence the level and/or 
knowledge of one of ordinary skill in the art at the time the 
invention was made, to provide support for universal facts and 
the technical reasoning for the rejections made in this Office 
Action including the Examiner' s broadest reasonable 
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interpretation of the claims as required by MPEP 2111 and to 
evidence the plain meaning of any terms not defined in the 
specification that are interpreted by the Examiner in accordance 
with MPEP 2111.01. The Applicant should consider these cited 
references when preparing a response to this Office Action. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to George C. 
Neurauter, Jr. whose telephone number is (571) 272-3918. The 
examiner can normally be reached on Monday through Friday from 
9AM to 5:30PM Eastern. 
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If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David Wiley can be 
reached on (571) 272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 

/gen/ 



